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DETAILED ACTION 



1. 



Claims 1-46 are presented for examination. Claims 9-30 are withdrawn. 



2. 



The IDS submitted on 1 1/23/2007 is considered. 



Claim Rejections - 35 USC §101 



3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 2, 4, 6, 8, 34-36, 39-40, 43 and 46 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter (e.g. software). The system claims 
comprises solely software/program elements and structures and/or software means for 
performing functions. As such, the claims are not limited to statutory subject matter and are 
therefore non-statutory. See MPEP § 2106. 



The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



Claim Rejections - 35 USC § 112 



5. 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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6. Claims 1-8 and 31-46 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Nowhere in the specification disclosed the claimed limitation of "forwarding 
the forwarded information (corresponding to the new mail events) to a remote device", "a means 
for forwarding server software that forwards the forwarded information to a remote device", 
"server software that conveys the information to a remote device", "forwarding the receipt data 
to a remote device". The specification did not disclose to forward information what was already 
forwarded elsewhere. Further, the specification did not disclose to forward information to a 
remote device. The specification did not disclose or suggest that a means for forwarding server 
software. Although one may assume that the remote device could be the same device as of the 
server, however, such assumption is not logical. If the server and the remote device is the same 
device, why would then there be a need to forward the forwarded information to the same device 
again? The specification disclosed nothing in regards to forwarding information to a remote 
device. Why is there a need to forward the forwarded information to a remote device? What the 
relevancy of the remote device is in associated with the server and client in the system? 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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8. Claims rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

a. The following terms lack proper antecedence basis: 

i. Claim 2, line 12 - server software (server software already introduced in 
line 3); 

ii. Claim 4, line 12 - server software; 

iii. Claim 6, line 1 1 - server software; 

iv. Claim 8, line 12 - server software. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-8 and 31-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Narasimhan et al (hereinafter Narasimhan), US Patent 6,073,165, in view of Moon et al 
(hereinafter Moon), US Patent 6,138,146. 



11. 



Narasimhan and Moon were cited in the previous office action. 
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12. As per claims 1-2, Narasimhan taught the invention substantially as claimed including a 
method, comprising: 

a. examining start criteria (col.l, lines 46-49, col. 2, lines 3-6, col. 5, lines 3-35; e.g. 
filter and forwarding parameters); 

b. determining whether the start criteria have been met (col. 5, lines 18-40); and 

c. obtaining new email events from an email datastore after the start criteria have 
been met (col.4, lines 6-11, col.5, lines 37-40, 50-60, col.6, lines 3-6, 11-21, 40- 
56). 

d. forward information corresponding to the new email events via a computer 
network to a datastore associated with the server (col.4, lines 6-11, 44-54, col.5, 
lines 3-17, col.6, lines 11-21, 40-56). 

1 3 . Narasimhan did not specifically teach the method is instructed by a computer program 
downloaded from a server computer system to a client personal computer and to forward the 
forwarded information to a remote device. However, it would have been obvious to download 
software and implement the server with an email forwarding application to forward the incoming 
email events to another device. Moon taught to forward the forwarded information to a remote 
device (col.2, lines 22-29). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Narasimhan and Moon and implement 
the mail forwarding program to both the client computer and the servers to provide the functions 
of filtering and forwarding all incoming emails. 
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14. As per claims 3-4, Narasimhan taught the claimed invention including a method, 
comprising: 

e. Establishing a communication channel between a server and with a client personal 
computer system (coll, lines 40-43, col.2, lines 50-65, col.3, lines 39-44); 

f. Obtaining new email events from an email datastore (col. 6, lines 3-6); 

g. Receiving information corresponding to the new email events from the client 
computer system (col.4, lines 6-11, col. 6, lines 11-21, 40-56); and 

h. Storing the information corresponding to the new email events in a datastore 
associated with the server (col.4, lines 6-11, 44-54, col. 6, lines 11-21, 40-56). 

1 5 . Narasimhan did not specifically teach the method is instructed by a computer program 
downloaded from a server computer system to a client personal computer and to forward the 
forwarded information to a remote device. However, it would have been obvious to download 
software and implement the server with an email forwarding application to forward the incoming 
email events to another device. Moon taught to forward the forwarded information to a remote 
device (col.2, lines 22-29). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Narasimhan and Moon and implement 
the mail forwarding program to both the client computer and the servers to provide the functions 
of filtering and forwarding all incoming emails. 

16. As per claims 5-6, Narasimhan taught the claimed invention including a method, 
comprising: 
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i. Obtaining filter control data (col.l, lines 46-49, col. 2, lines 3-6); 
j. Examining email data against the filter control data (col. 5, lines 3-17); 
k. Determine the email data that will be forwarded based on the examination (col. 5, 
lines 3-40); 

1. Selecting at least one transfer protocol for the email data based on the 

examination (col.5, lines 18-26, 37-49, col.6, lines 40-56, col.7, lines 39-45); and 

m. Forwarding the email data according to the at least one transfer protocol via a 
computer network to a datastore associated with the server (col. 4, lines 44-54, 
col.6, lines 19-21,40-56). 

17. Narasimhan did not specifically teach the method is instructed by a computer program 
downloaded from a server computer system to a client personal computer and to forward the 
forwarded information to a remote device. However, it would have been obvious to download 
software and implement the server with an email forwarding application to forward the incoming 
email events to another device. Moon taught to forward the forwarded information to a remote 
device (col.2, lines 22-29). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Narasimhan and Moon and implement 
the mail forwarding program to both the client computer and the servers to provide the functions 
of filtering and forwarding all incoming emails. 

18. As per claims 7-8, Narasimhan taught the invention substantially as claimed including a 
method, comprising: 
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n. Obtaining filter control data (col.l, lines 46-49, col. 2, lines 3-6); 

o. Examining email data against the filter control data (col. 5, lines 3-17); and 

p. Determining based on the examination the email data that should not be 

forwarded (col.2, lines 3-6, col.5, lines 3-23); 
q. Generating receipt data identifying the email data that should be forwarded (col. 1 , 

lines 46-51, col.4, lines 6-11, col.6, lines 11-18); 
r. Forwarding the receipt data via a computer network to a datastore associated with 

the server (col.4, lines 6-11, col.6, lines 11-21, 40-56); and 
s. Forwarding the receipt data to a remote device (col.4, lines 6-11, col.6, lines 11- 

21,40-56). 

19. Narasimhan did not specifically teach the method is instructed by a computer program 
downloaded from a server computer system to a client personal computer; to forward the 
forwarded information to a remote device and to generate receipt data identifying the email data 
that should not be forwarded. Instead, Narasimhan taught to generate receipt data identifying the 
email data that should be forwarded (col.l, lines 46-51, col.4, lines 6-11, col.6, lines 11-18) and 
forward the receipt data via a computer network to a database (col.6, lines 19-21, 40-56). 
However, it would have been obvious that by identifying the email data that should be forwarded 
is equivalent to identify the email data that should not be forwarded and it would have been 
obvious to download software and implement the server with an email forwarding application to 
forward the incoming email events to another device. Moon taught to forward the forwarded 
information to a remote device (col.2, lines 22-29) and to identify the email data that should not 
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be forwarded and send the email data that should not be forwarded back to the server (col.2, lines 
30-40, col. 6, lines 16-20, col. 7, lines 22-30). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to combine the teachings of Narasimhan and Moon 
because Moon's teaching of identifying the email data that should not be forwarded enables 
Narasimhan' s email system to be aware of which email messages to filter or block. 

20. As per claims 3 1 , 34, 37, 39, 4 1 , 43 and 45-46, Moon further taught that the client 
personal computer is behind a firewall (figure 1: 18; col. 3, lines 61-63, col.4, lines 45-46). 

21 . As per claims 32, 35, 42 and 44, Narasimhan and Moon did not specifically teach that the 
downloaded software self-installs. However, the concept and advantage of self-installing 
programs is well known and expected in the art. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to combine the teachings of Narasimhan and 
Moon and further self-install the downloaded programs to reduce user intervention and provide 
user-friendly installation process of software. 

22. As per claims 33, 36, 38 and 40, Narasimhan further disclosed that the an email event 
includes an email (col. 3, lines 7-9). 

Conclusion 

23. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. 
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24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenny Lin whose telephone number is (571) 272-3968. The 
examiner can normally be reached on 8 AM to 5 PM Tue.-Fri. and every other Monday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272-3913. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Kenny S Lin/ 

Primary Examiner, Art Unit 2152 
June 5, 2008 



